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Remarks 

Claims 13-18 and 21-28 are pending. Claims 13-18 and 24-28 are rejected. Claims 1-12 
and 19-23 have been previously canceled. 

Amendment to the Specification 

Claims 34-35 are newly added. Support for these claims may be found throughout the 
specification, for example, on page 4, lines 6-9 ("In the event that an exact cache marker 
match to the recall marker is not available, the device may instead substitute a stored 
commercial from the same advertiser and preferably from the same product classification, 
assuring that the service provider's commitment for advertising airtime is met"). 

No new matter is added. 

Interview Summary 

A telephone interview was held on July 07, 2010 between Jason Thomas, Andrew Koenig 
and Ricardo Ochoa. During the Interview the claimed invention with respect to determining 
whether an advertiser associated with the recall marker, was discussed. Potential claim 
amendments to claims 31 and 32 were discussed. The Hite and Akiyama references were also 
discussed. 

The Examiner suggested that Akiyama and Hite could be combined to teach "in response 
to determining that an exact cache marker match to the recall marker is not available, 
determining whether an advertiser associated with the recall marker is the advertiser 
associated with the first cohesive signal" where Akiyama was used to handle the "default" 
situation of Hite. It was noted that Hite and Akiyama are directed targeted advertisements; 
thus, neither address meeting a "commitment for advertising airtime". 

No agreement was reached. 

Claim Rejection - 35 U.S.C. 103(a) 

The Examiner has rejected claims 13, 16-17, 24-25, 29-30 and 32-33 as being 
unpatentable under 35 U.S.C. 103(a) over Flickinger et al. (U.S. Patent Application 
Publication No. 2002/0083441 Al), herein Flickinger, in view of Morrison (U.S. Patent No. 
5,815,671), herein Morrison, Tanaka et al. (US Patent No. 7,146,631), herein Tanaka, Hite et 



6 



S.N. 10/686,284 YOR920010713US1 
Art Unit: 2623 

al. (US Patent No. 5,774,170), herein Hite, and Akiyama et al. (US Patent Publication No. 
2002/0157093), herein Akiyama; claim 31 as being unpatentable under 35 U.S.C. 103(a) over 
Flickinger in view of Morrison, Tanaka, Hite, Akiyama and Lowthert et al. (U.S. Patent 
Application Publication No. 2002/0100043), hereinafter Lowthert; claims 14 and 15 as being 
unpatentable under 35 U.S.C. 103(a) over Flickinger in view of Morrison, Tanaka, Hite, 
Akiyama and Picco et al. (U.S. Patent No. 6,029,045), herein Picco; claim 26 as being 
unpatentable under 35 U.S.C. 103(a) over Flickinger in view of Morrison, Tanaka, Hite, 
Akiyama and Liga et al. (U.S. Patent Application Publication No. 2003/0154128 Al), herein 
Liga; claims 18 and 27 as being unpatentable under 35 U.S.C. 103(a) over Flickinger in view 
of Morrison, Tanaka, Hite, Akiyama and Pudar et al. (U.S. Patent Application Publication 
No. 2002/0184091 Al), herein Pudar; and claim 28 as being unpatentable under 35 U.S.C. 
103(a) over Flickinger in view of Morrison, Tanaka, Hite, Akiyama, Pudar and Picco. The 
Applicants include the following comments to clearly distinguish the claimed invention over 
the art cited by the Examiner, and respectfully request a favorable reconsideration of claims 
13-18 and 24-32. 

These rejections are respectfully disagreed with, and are traversed below. 

It is well established law that in order for an obviousness rejection to be proper, the Patent 
Office must meet the burden of establishing a prima facie case for obviousness. Thus, as 
interpreted by the Courts, the Patent Office must meet the burden of establishing that all 
elements of the invention are disclosed in the prior art and that in accordance with In re Lee, 
the prior art must contain a suggestion, teaching, or motivation for one of ordinary skill in the 
art to modify a reference or combine references; and that the proposed modification must 
have had a reasonable expectation of success, determined from the vantage point of the 
skilled artisan at the time the invention was made. 1 

Regarding claim 13, which recites: 

"A method for time-shifting at least one of a plurality of received cohesive 
signal sets, comprising: 



1 In Re Fine, 5 U.S.Q.2d 1596, 1598 (Fed. Cir. 1988); In Re Wilson, 165 U.S.P.Q. 494, 496 (C.C.P.A. 
1970); Agmen v. Chugai Pharmaceuticals Co., 927 U.S.P.Q.2d, 1016, 1023 (Fed. Cir. 1996); In Re Sang Su 
Lee, 277 F.3d 1338, 61 U.S.P.Q.2d 1430 (Fed. Cir. 2002). 

7 



S.N. 10/686,284 
Art Unit: 2623 



YOR920010713USI 



receiving a first cohesive signal set having a first cohesive signal set size, 
the first cohesive signal set comprising a cache marker at a first time and the 
first cohesive signal set is associated with an advertiser; 

based on the presence of the cache marker, automatically storing said first 
cohesive signal set in a computer readable storage medium; 

receiving a second cohesive signal set comprising a recall marker at a 
second time, the recall marker having a recall marker size; 

in response to a user request for the second cohesive signal set, 
determining whether an exact cache marker match to the recall marker is 
available; 

in response to determining that an exact cache marker match to the recall 
marker is not available, determining whether an advertiser associated with the 
recall marker is the advertiser associated with the first cohesive signal; and 

in response to determining that the advertiser associated with the recall 
marker is the advertiser associated with the first cohesive signal, outputting 
the requested second cohesive signal set and the first cohesive signal set in a 
timed relation relative to one another that differs from a timed relation in 
which they were received, 

wherein the output timed relation is determined by the recall marker, 

where the first cohesive signal set is intermixed with the second cohesive 
signal set, and 

where the recall marker size is significantly less than the first cohesive 
signal set size" (emphasis added). 

Neither Flickinger, Morrison nor Tanaka is suggested as teaching: 

"the first cohesive signal set is associated with an advertiser" 

"in response to a user request for the second cohesive signal set, 

determining whether an exact cache marker match to the recall marker is 

available; 

"in response to determining that an exact cache marker match to the recall 
marker is not available, determining whether an advertiser associated with the 
recall marker is the advertiser associated with the first cohesive signal; and 

"in response to determining that the advertiser associated with the recall 
marker is the advertiser associated with the first cohesive signal, outputting 
the requested second cohesive signal set and the first cohesive signal set in a 
timed relation relative to one another that differs from a timed relation in 
which they were received". 

The Examiner asserts that Hite teaches: "if there is no matching CID the ad is ignored or 
can be preempted by another ad which will be substituted and displayed in its stead (see [col. 
3-4, 11. 40-42], [col. 6, 11. 28-59]". Consider the disclosure of Hite: 

"When the CIDs do not match, the commercial is ignored and not 

displayed. There can be either only one match at any given time, or if multiple 
matches are possible, there is a prioritization sequence that determines which 
commercial to display and which to ignore. There would always be one 
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default commercial in the batch that would play unless replaced by a higher 
priority commercial" (col. 4, lines 12-19, emphasis added). 

"Multiple commercials, each with a unique CID, are simultaneously 
broadcasted in a television or radio commercial spot. For instance, rather 
than broadcasting one 30-second commercial, a number of commercials might 
be broadcasted simultaneously over different separate channels. Note that 
these simultaneously broadcasted commercials could be compressed in a 
digital transmission to fit within the distribution bandwidth as necessary. In 
any event, there would always be one of the number of commercials 
designated or chosen as a default commercial that would play unless replaced 
by a targeted commercial. Depending on the capacity of the transmission 
system, the number of simultaneous commercials could be relatively small- 
such as four or five (4 or 5)~or much larger" (col. 5, line 63 - col. 6, line 9, 
emphasis added). 

"Commercials maybe classified into three categories: 1) non-preemptable, 
2) conditionally preemptable, or 3) unconditionally preemptable. For example, 
commercials in programs not participating in this system and process would 
be non-preemptable. Some commercials in programs which are eligible for 
preemption may also be non-preemptable under some circumstances. These 
are called conditionally preemptable. An example of such a situation may be 
that a competitor's product may not be used to preempt. One brand of 
automobile may be precluded from substituting for another brand of 
automobile. An unconditionally preemptable commercial may be subject to 
substitution any time other higher priority commercials are available. In 
locations not equipped with hardware which implements this system and 
process, the preemptable commercials are displayed. 

"Commercials which are subject to preemption are imbedded in 
programs along with a version of the CID to indicate under what 
circumstances a more suitable commercial may be substituted" (col. 3, 
lines 45-64, emphasis added). 

As disclosed, the "default preemptable or conditionally preemptable commercials include 
appropriate CID codes". When a "default premptable" commercial is being displayed, its CID 
code is checked against the CID codes "in the commercials available for substitution". If a 
match is not found, the "commercials available for substitution" are "ignored and not 
displayed" and the default commercial is displayed. Accordingly, the teachings of Hite are 
clear as to what to do when an "exact match" "is not available" - the default is displayed. 

Alternatively, when "Multiple commercials, each with a unique CID, are simultaneously 
broadcasted in a television or radio commercial spot" "there would always be one of the 
number of commercials designated or chosen as a default commercial that would play unless 
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replaced by a targeted commercial". In those situations the default it the one of the "Multiple 
commercials" "designated or chosen as a default commercial". 

Hite does not disclose additional checks are made when "the CIDs do not match", or what 
information from the "default preemptable or conditionally preemptable commercials" would 
be used for such a check. Rather, Hite teaches away from such actions by providing "a 
default commercial". 

Clearly, Hite does not disclose or suggest "determining whether an advertiser associated 
with the recall marker is the advertiser associated with the first cohesive signal" "in response 
to determining that an exact cache marker match to the recall marker is not available" as in 
claim 13. 



The Examiner asserts that Akiyama teaches: 

"a system for targeting ads which includes a code identifying the 
advertiser (see [fig. 10], [31]) such that if an ad needs to be replaced, the ad is 
replaced by another ad selected from among the ads belonging to the same 
advertiser (see [141])" (emphasis added). 

Assuming, arguendo, that Akiyama teaches "if an ad needs to be replaced, the ad is 
replaced by another ad selected from among the ads belonging to the same advertiser" (which 
the Applicants do not so assert), this does not disclose or suggest that the ad is "replaced" "in 
response to determining that an exact cache marker match to the recall marker is not 
available". 

Consider the disclosure of Akiyama: 

"Herein, the relating information is, if the first content is, e.g., the 
commercial, a code indicating an advertiser who requests for this 
commercial. Namely, a proper commercial is selected from among the 
commercials of the same advertiser and synthesized with the second 
content" (paragraph [0031], emphasis added). 

"Further, the broadcasting station repeatedly broadcasts partial 
replacement information 61 for a further replacement of the replacement 
content 60. The replacement information 61 contains a content code 
indicating a replacing target, and a version number identifying a 
replacement version. The hard disk memory 11 retains the replacement 
information 61 of the latest version for every content code of the replacing 
target among the received pieces of replacement information 61. The 
replacement content 60 is thereby ever-updated to the latest state" (paragraph 
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[0088], emphasis added). 

"The TV receiver 10 in the embodiment discussed above previously 
obtains, as shown in FIG. 13, the CF code of the proper commercial from 
the individual profile 62 of the viewer and from the advertiser/commercial 
table" (paragraph [0127], emphasis added). 

"the advertiser code is used as the information that relates the plurality of 
commercials to be replaced. Then, the commercial in the program is replaced 
by the commercial selected from among the commercials belonging to the 
same advertiser" (paragraph [0141], emphasis added). 

"Next, the control device 12, based on the viewer's attribute, obtains the 
CF code of the proper commercial from the advertiser/commercial table 
(S65). 

Next, the commercial is replaced based on a content of the obtained CF 
code, and a new program is thus edited (S66)." (paragraphs [0149]-[0150], 
emphasis added). 

Akiyama is intended "to make the viewer watch the program containing the commercial 
suited to the viewer" (see paragraph [0152]). However, Akiyama does not disclose or suggest 
actions are taken "in response to" not finding a match for "the CF code of the proper 
commercial" in order to replace "the commercial in the program". Clearly, Akiyama does not 
disclose or suggest "determining whether an advertiser associated with the recall marker is 
the advertiser associated with the first cohesive signal" "in response to determining that an 
exact cache marker match to the recall marker is not available" as in claim 13. 

Furthermore, it would not be obvious to combine both Hite and Akiyama as suggested 
during the Interview (suggesting that Akiyama may be used to handle the "default" situation 
of Hite). Hite is directed to providing "viewers with advertisements which are matched to the 
viewer's interests and needs" (see col. 3, lines 20-23) and Akiyama is directed to 
"automatically selecting a commercial congenial to a taste of an individual viewer" (see 
paragraph [0020]). Accordingly, both Hite and Akiyama are directed to handling the same 
situation: targeted advertisements and any combination (assuming the teachings are not 
mutually exclusive) of Hite and Akiyama would also be directed to handling targeted 
advertisements. Neither Hite nor Akiyama are directed to "assuring that the service provider's 
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commitment for advertising airtime is met" in situations where "an exact cache marker match 
to the recall marker is not available" (see the instant Application, page 4, lines 4-7), or even 
recognize the problem. 

As seen above, neither Hite nor Akiyama address a situation where an "exact match" "is 
not available". Thus, Hite and Akiyama do not acknowledge a situation where the 
"commitment for advertising airtime" is not met. 

In Akiyama, the commercial is "selected from among the commercials belonging to the 
same advertiser". As such, the commitment to that advertiser is not an issue because all 
potential commercials would meet such a "commitment for advertising airtime". 

In Hite, a potential replacement commercial for a "conditionally preemptable" 
commercial is checked to make sure the replacement commercial does not advertise a 
"competitor's product". However, there is no mention that a commercial is selected in order 
to meet a "commitment for advertising airtime" or that any consideration is given to the 
"commitment for advertising airtime" due to the advertiser of the replaced commercial. 

If one were to attempt to combine Hite and Akiyama (the Applicants do not that such 
combinations are suggested or technically feasible), it is unclear what the resulting 
combination would do. Would the "simultaneously broadcasted commercials" of Hite be 
limited to those from "the same advertiser" as the default commercial (eliminating the check 
of the third CID to ensure a "competitor's product" is not used to preempt)? Or would the 
"the commercials of the same advertiser" of Akiyama include an indication of a "default 
commercial" such as in Hite? Neither of such combinations address "determining whether an 
advertiser associated with the recall marker is the advertiser associated with the first cohesive 
signal" "in response to determining that an exact cache marker match to the recall marker is 
not available", for example, to meet a "commitment for advertising airtime". 

Additionally, it is noted that at least five references (Flickinger, Morrison, Tanaka, Hite 
and Akiyama) are used as bases for the obviousness rejections. It is respectfully submitted 
that one of ordinary skill in the art would not consult the various references when considering 
the problem solved by the claimed invention. 

As neither Flickinger, Morrison, Tanaka, Hite nor Akiyama discloses or suggests "in 
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response to determining that an exact cache marker match to the recall marker is not 
available, determining whether an advertiser associated with the recall marker is the 
advertiser associated with the first cohesive signal" or "in response to determining that the 
advertiser associated with the recall marker is the advertiser associated with the first cohesive 
signal, outputting the requested second cohesive signal set and the first cohesive signal set in 
a timed relation relative to one another that differs from a timed relation in which they were 
received" as in claim 13, the combination of Flickinger, Morrison, Tanaka, Hite and Akiyama 
(which the Applicants do not assert there is a motivation to so combine or that such a 
combination is feasible), herein Flickinger-Morrison-Tanaka-Hite-Akiyama, also does not 
disclose or suggest these elements of claim 13. As Flickinger-Morrison-Tanaka-Hite- 
Akiyama does not disclose or suggest all elements of claim 13, claim 13 is not made obvious 
by Flickinger-Morrison-Tanaka-Hite- Akiyama. For at least this reason, claim 13 is in 
condition for allowance. 

As claim 32 recites similar language to that discussed above with reference to claim 13, 
claim 32 is likewise in condition for allowance. As claims 16, 24-25, 29-30 and 32 depend 
upon claims 13 and 32, they are likewise in condition for allowance. 

As seen above, Flickinger-Morrison-Tanaka-Hite-Akiyama does not disclose or suggest 
claims 13 and 32. As claims 13 and 32 are allowable over Flickinger-Morrison-Tanaka-Hite- 
Akiyama then all claims that depend from claims 13 and 32 should also be allowable over 
Flickinger-Morrison-Tanaka-Hite- Akiyama, whether considered alone or in combination with 
other art cited as applied by the Examiner. Further, the addition of the disclosures of Picco, 
Liga and and/or Pudar to Flickinger-Morrison-Tanaka-Hite- Akiyama (without admitting that 
such combinations are suggested or technically feasible), would not cure the deficiencies in 
the disclosure of Flickinger-Morrison-Tanaka-Hite- Akiyama. For at least this reason, claims 
14-15, 17-18, 26-28 and 31 are in condition for allowance. 

In light of the discussion above, the Applicants respectfully assert that a prima facie case 
for obviousness was not presented as required by the court in In re Lee. As such, the 
Applicants respectfully request that the Examiner reconsider and withdraw these rejections to 
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claims 13-18 and 24-28. 

Newly added claims 34-35 depend upon claims 13 and 32. For at least this reason, they 
are likewise in condition for allowance. 

For the foregoing reasons, the Applicants believe that each and every issue raised by the 
Examiner has been adequately addressed and that this application is in a condition for 
allowance. As such, early and favorable action is respectfully solicited. 

Respectfully submitted: 
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